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OFFICE ACTION SUMMARY 

^ Responsive to communication (s) filed on M Al^H ^ AAif^ 3X>^ ^99 9 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits Is closed in 
accordance with the practice under Ex parte Quayle, 1935 0,0. 11 ; 453 O.G. 213 

A shortened statutory period for response to this action is set to expire ^TfHd£/ =^ monthrs) or thirty dav<s 

^'"^ ''rf '"^ communication. Failurl^^^^^id^^ 
S) ' (35U,S.C.§133). ExtensionsoftimemaybeobtainedunderthepTfei^^^^^^^^ 



Disposition of Claims 



^ Claim(s) . 



^' Of the above. claim(s) ' r"'''^'^ "^""'"S In the application. 

M / - 3, , 1 J . - ^ — — :-T — . ■ is/are withdrawn from consideration. 

'^^^^Z ^ 11. ^ 1^^ ^^^^ is/area.,owed. 

Q Claim(s) ' ' ^ ^ "^^'^ ■ '^^^^^ ^^j^^^- 

□ Claim(s) — is/are objected to. 

: are subject to restriction or election requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review PTO-948 

□ Thedrawing{s)fiIedon ^Is/are objected to by the Examiner. 

T^e proposed drawing correction, filed on M^CX^ ^0 9 pfapproved □ disapproved 

The specification is objected to by tiie Examiner ^ «FP'"veu. 

The oatii or declaration is objected to by tfie Examiner 

ferity under as U.S.C.§ 119 ' \ t 

□ Acknowledgment is made of a daim for foreign priority under 35 U.S.C. § .119{a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of tfie priority documents have been 

□ received. 

□ received in Application No. (Series Code/SeriaJ Number) • 

□ received in this national stage application from the international Bureau (POT Rule 17.2(a)). - 
•Certified copies not received: 



□ Acknowledgment is made of a daim for domestic priority under 35 U.S.C. § 1 19(e). 
Attachment(8) 

□ Notice of Reference Cited, PTO-892 . 

^ Infomriation Disdosure Statement(s), PTai 449. Paper No(s). / "3 , . 

□ Interview Summary, PTO-41 3 

□ Notice of Draftperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application. PTO-1 52 

"SEE OFRCE ACTION ON THE FOLLOWING PAGES- 

FTOL<J2e (R,v 9/96) OS^/C 1 \ 3 
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Detailed Action 



1. Figures 15, 16, 18 and 73 should be designated by a legend such as —Prior Art— because 
only that which is old is illustrated. See MPEP § 608.02(g). 

2. AppUcant is required to submit a proposed drawing correction in reply to this Office 
action. However, formal correction of the noted defect(s) can be deferred until the application is 
allowed by the examiner. 

3. Claims 4, 13, 16 and 30 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 1, hne 3 "a" should be ~an~. In claim 4, line 3 and claim 30, line 2 there is no 
proper antecedent support for "the moUen metal". In claim 13, line 3 there is no proper 
antecedent support for "the molten alloy". In claim 16, line 12 "form" should be -fi-om-. 

4. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in pubUc policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Omum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321© may be used to 
overcome an actual or provisional rejection based on a non-statutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 3 .73(b). 
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5. Claim 16-19 and 39 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-4 of copending 
Application No. 08/967,136. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because they are both directed to shaping a semi-solid metal 
including pouring a liquid alloy into a holding vessel having a thermal conductivity of at least 1 
kcal/mh^C and adjusting the temperature of the vessel by induction heating. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

6. Claims 1-3, 5-12, 14, 15, 20-29, 3 1-38 and 40 are allowed. 

7. Claims 4, 13 and 30 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12 set forth in this OflBce action and to include all of the limitations of the base claim and 
any intervening claims. 

8. Any inquiry concerning this communication should be directed to Reed Batten at 
telephone number (703) 308-0471. 




Batten/SJB 



PRIMARY EXAMINER 



July 6, 1999 




